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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

-----------------------------------------------------X 

VANDERBILT MORTGAGE AND  

FINANCE, INC.,             : 

      :  

   Petitioner and  

   Counter-Registrant :  

      :  

      :  Cancellation No. 92063687 

v.      : 

      :  Registration Nos. 4678115, 

4674773, 4678715 

TERRA HOLDINGS, LLC   : 

      : 

   Registrant and  

   Counter-Petitioner. : 

: 

      :   

:     

-----------------------------------------------------X 

 

REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION AND 

COUNTERCLAIMS 
 

  

Registrant, Terra Holdings, LLC, by and through its undersigned counsel, hereby 

responds to the petition for cancellation as follows: 

1. Registrant is without knowledge or information sufficient to form a belief as to 

paragraph 1 of the petition for cancellation. 

2. Registrant admits the allegations in paragraph 2 of the petition for cancellation. 

3. Registrant admits the allegations in paragraph 3 of the petition for cancellation to 

the extent that the registration identifies a date of first use of at least as early as May 

2004.  Registrant otherwise denies the remaining allegations. 
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4. Registrant admits the allegations in paragraph 4 of the petition for cancellation to 

the extent that the registration identifies a date of first use of at least as early as May 

2000.  Registrant otherwise denies the remaining allegations. 

5. Registrant admits the allegations in paragraph 5 of the petition for cancellation to 

the extent that the registration identifies a date of first use of at least as early as 1999. 

 Registrant otherwise denies the remaining allegations. 

6. Registrant admits that Petitioner owns Registration No. 2,011,510 for use with 

“financing services for purchasers of manufactured homes,” issued on October 29, 

1996.  Registrant is without knowledge or information sufficient to form a belief as to 

the remaining allegations of paragraph 6 of the petition for cancellation. 

7. Registrant is without knowledge or information sufficient to form a belief as to 

the allegations of paragraph 7 of the petition for cancellation. 

8. Registrant denies the allegations of paragraph 8 of the petition for cancellation. 

9. Registrant is without knowledge or information sufficient to form a belief as to 

the allegations of paragraph 9 of the petition for cancellation. 

10. Registrant denies the allegations of paragraph 10 with respect to inherent 

distinctiveness and is without knowledge or information sufficient to form a belief as 

to the remaining allegations of paragraph 10 of the petition for cancellation. 

11. Registrant denies the allegations of paragraph 11 of the petition for cancellation. 

12. Registrant is without knowledge or information sufficient to form a belief as to 

the allegations of paragraph 12 of the petition for cancellation. 

13. Registrant denies the allegations of paragraph 13 of the petition for cancellation. 
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14. Registrant denies the allegations of paragraph 14 of the petition for cancellation. 

15. Registrant admits the allegations of paragraph 15 of the petition for cancellation 

to the extent that on at least two occasions the Trademark Office found the marks 

similar.   However on three occasions, the Trademark Office did not deem the 

Petitioner’s mark similar to Registrant’s marks. 

16. Registrant admits the allegations of paragraph 16 to the extent that Registrant 

filed U.S. Application Serial No. 76/302,815 on August 6, 2001, seeking to register 

VANDERBILT PROPERTIES INSURANCE for use with “insurance brokerage 

services in the field of luxury residential properties and commercial properties, 

directors’ and officers’ insurance and commercial general liability and umbrella 

insurance."  The application was rejected in view of Petitioner’s ‘510 registration.   

The ‘815 application was subsequently abandoned.  Registrant denies the remaining 

allegations. 

17. Registrant admits the allegations of paragraph 17 to the extent that Registrant 

filed U.S. Application No. 76/288,429 on July 18, 2001 seeking to register 

VANDERBILT FINANCIAL SERVICES for use with “mortgage brokerage services 

for purchasers of luxury residential properties” and that this application was rejected 

by the Trademark Office. Registrant subsequently abandoned the mark for reasons 

unrelated to the rejection. 

18. Registrant admits that Petitioner filed U.S. Application No. 86/432,240 on 

October 23, 2014, seeking to register VANDERBILT EXPRESS & Design for use 

with “Providing internet based data capture services that enable the exchange of 
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information via the internet from residential mortgage borrowers to institutions for 

use in loan workouts; Online loan services” and that the ‘240 application was rejected 

by the Trademark Office based on a determination that the mark was confusingly 

similar to Registrant’s.  Registrant is without knowledge or information sufficient to 

form a belief as to the remaining allegations and denies the remaining allegations of 

paragraph 18 of the petition for cancellation. 

19. Registrant denies the allegations of paragraph 19 of the petition for cancellation. 

 

 

AFFIRMATIVE DEFENSES 

The petition for cancellation, although crafted to appear valid, is based on statements 

taken out of context and references to rights that do not exist. 

A. ABSENCE OF A LIKELIHOOD OF CONFUSION DUE TO ADMISSIONS 

AGAINST INTEREST 

20. In April 2008, Vanderbilt University initiated an Opposition Proceeding No. 

91183673 against Petitioner on the grounds that Petitioner’s Vanderbilt & Design 

mark closely resembles Vanderbilt University’s marks as to be likely to 

cause confusion with consequent injury to Vanderbilt University and the public. 

(Exhibit A: Notice of Opposition, Page 10, Paragraph 25) 

21. Vanderbilt University also initiated a Cancellation Proceeding No. 92052890 on 

August 12, 2010 on the grounds that Petitioner’s mark creates a false association 

between itself and Vanderbilt University and the Vanderbilt family. 
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22. In June 2011, the Opposition Proceeding No. 91183673 and Cancellation 

Proceeding No. 92052890 were consolidated. 

23. In August 2010, Vanderbilt University filed a Motion for Summary Judgment 

claiming that the du Pont factors weigh in favor of a finding of likelihood of 

confusion between Petitioner’s mark and the Vanderbilt University 

marks. 

24. In its Brief in Support of the Motion for Summary Judgment, Vanderbilt 

University asserted that there is a close relationship between the University’s services 

and Petitioner’s services.  Specifically, Vanderbilt Employees’ Credit Union offered 

financing services including consumer loans since 1959.  The Vanderbilt University 

Office of Student Financial Aid offered student loans and scholarships and the 

University offered students and staff debit card type services in the form of meal 

cards.  (Exhibit B: Brief in Support of Opposer Vanderbilt University’s Motion for 

Summary Judgment, Page 16) 

25. Petitioner, in response to the University’s arguments with regard to the 

relationship between the services, argued before the TTAB that “in a realistic 

appraisal of these goods and services, it is apparent that none of the items so 

described by opposer are in any way, related to financing services for purchasers of 

manufactured homes of the type sold by Applicant.”   (Exhibit C: Applicant’s 

Response in Opposition to Opposer’s Motion for Summary Judgment and Applicant’s 

Cross-Motion for Summary Judgment, Page 14) 

26. Petitioner further stated that the services described by Vanderbilt University are 
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“simply normal and expected services offered by a higher education institution and 

are not similar to Applicant’s financing services relating to manufactured homes.” 

(Exhibit C, Page 15) 

27. Petitioner emphasized that “even if the Credit Union’s services were relevant, the 

Credit Union does not offer any financing services related to manufactured 

homes…which does not include manufactured homes.” (Exhibit C, Page 16) 

28. Petitioner has previously admitted that its services are limited to the realm of 

manufactured homes and as such there is no likelihood of confusion between its 

Vanderbilt mark and Vanderbilt University due to the disparate nature of the services 

offered.   

29. For the same reason, and based on Petitioner’s admission that its services are to 

be limited to financial services for purchasers of manufactured homes there is no 

likelihood of confusion between its Vanderbilt mark and Registrant’s marks for 

appraisal and insurance services. 

30. With regard to another du Pont factor, Petitioner argued before the TTAB that 

there is significant third party usage of the Vanderbilt name and cited at least 37 

federal registrations and 2 pending applications.  (Exhibit C, Page 20) 

31. Petitioner represented to the TTAB that “in view of the significant third party 

usages of Vanderbilt marks, it is reasonable to conclude that consumers have become 

conditioned to recognize that many entities use such terms.” (Exhibit C, Page 20) 

32. Petitioner represented to the TTAB that consumers will distinguish between its 

mark and other registered Vanderbilt composite marks easily. (Exhibit C, Page 20)   
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33. In direct contradiction of its previous admission to the TTAB, Petitioner now 

asserts that Registrant’s registrations for composite Vanderbilt marks should be 

cancelled due to a likelihood of confusion with Petitioner’s registration.   

34. To further bolster, its arguments based on significant third party usage of the 

“Vanderbilt” name, Petitioner asserted before the TTAB that a simple search on the 

GOOGLE search engine revealed dozens, if not hundreds of other entities using 

various Vanderbilt names and marks.  (Exhibit C, Page 20)   

35. Petitioner stated that there were significant common law usages of the Vanderbilt 

name, including eleven entities that do not have federal registrations and included 

documents referencing these marks in its Ex. G.  (Exhibit C, Page 20)   

36. One example that Petitioner attached in its Exhibit G in support of its argument 

that there can be no likelihood of confusion due to the numerous third party common 

law uses of the Vanderbilt mark was Registrant’s brochure for its Vanderbilt 

Insurance Program.  (Exhibit D).   

37. The attached brochure prominently displayed Registrant’s VANDERBILT 

PROPERTIES INSURANCE BROKERAGE mark, the exact mark which Petitioner 

is attempting to cancel in the current Cancellation Action.   (Exhibit D).   

38. Therefore, Petitioner admitted to the TTAB that there is no likelihood of 

confusion between its mark and Registrant’s mark as Registrant’s mark was one of 

the many third party usages of the Vanderbilt name of which consumers have come to 

distinguish between. 

B. ABSENCE OF LIKELIHOOD OF CONFUSION DUE TO LEGAL 
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BARRIER TO ZONE OF NATURAL EXPANSION 

39. The Petitioner fails by reason of the fact that the Registrant’s mark would not be 

recognized as suggesting a connection between Registrant and Petitioner since there 

is a legal barrier preventing the services offered by the parties from emanating from 

the same source.   

40. With regard to the VANDERBILT APPRAISAL COMPANY mark, there is a bar 

against a market interface with Petitioner’s financial services.  The Home Valuation 

Code of Conduct isolates parties with financial interest in a mortgage loan transaction 

from appraiser selection and retention. 

41. With regard to the VANDERBILT PROPERTIES INSURANCE BROKERAGE 

mark, at the time Registrant began use of this mark in at least as early as 1999, there 

was a legal barrier to market interface.  The Glass-Steagall Act of 1933 set up barriers 

in the market among banking companies, securities companies and insurance 

companies that prohibited any one institution from acting as any combination of an 

investment bank, a commercial bank and an insurance company.  

42. The legal barriers against market interface preclude Petitioner from claiming that 

the appraisal and insurance industry are within its natural zone of expansion.  

C. LACHES AND ESTOPPEL 

43. Petitioner is barred from seeking cancellation of the Registrant’s trademarks 

under the doctrine of laches.   

44. Registrant has been using its mark and developing consumer recognition and 

goodwill therein since at least 1995.   
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45. In October 2010, Petitioner in a prior Opposition Proceeding No. 91183673 

provided the TTAB with an Exhibit G which contained a copy of Registrant’s 

brochure for its Vanderbilt Insurance Program.  (Exhibit D).   

46. The attached brochure prominently displayed Registrant’s VANDERBILT 

PROPERTIES INSURANCE BROKERAGE mark, the exact mark which Petitioner 

is attempting to cancel in the pending Cancellation Action.   (Exhibit D).   

47. Petitioner therefore, had actual knowledge of Registrant’s mark since at least as 

early as 2010 when it submitted Registrant’s brochure to the TTAB.   In fact, not only 

Petitioner was aware of Registrant’s use, it publicly presented to the TTAB that it did 

not deem such use confusingly similar to Petitioner’s own trademark. 

48. During the six years which have elapsed, Petitioner failed to take action to assert 

the claims on which it bases this Cancellation, on which inaction Registrant has relied 

to its detriment. 

D. UNCLEAN HANDS 

49. The Petitioner is barred by unclean hands based on fraudulent maintenance of a 

registration. 

E. ABANDONMENT 

50. The Petitioner fails by reason of the fact that Petitioner’s alleged registration is 

unenforceable and abandoned based on a material alteration of the mark with 

discontinued use of the mark in the original form. 

 

F. ABSENCE OF LIKELIHOOD OF CONFUSION DUE TO CONCURRENT 



 

 -10- 

USE 

51. The Petitioner fails by reason of the fact that Registrant has extensively used its 

mark in commerce for almost twenty years, and as such has not caused members of 

the public to believe that there is a connection between Registrant and Petitioner. 

 

G. ABSENCE OF LIKELIHOOD OF CONFUSION  

52. The Petitioner fails by reason of the fact that the marks are different in sight, 

sound, meaning and commercial impression. 

53. Petitioner, in differentiating its mark from Vanderbilt University’s marks in a 

prior Opposition Proceeding No. 91183673 argued that “the marks used by Opposer 

and Applicant are similar only to the extent that they both use the ‘Vanderbilt’ name. 

 However, the words, phrases and distinctive logos used by Opposer and Applicant in 

conjunction with the Vanderbilt term reveal substantial differences in the marks.”  

(Exhibit C, Page 13) 

54. Along the same lines, Petitioner’s mark in the ‘510 registration is also only 

similar to Registrant’s marks to the extent that they both use the “Vanderbilt” name.  

However, the remaining distinctions among the marks allow consumers to distinguish 

between the entities. 

55. The Petitioner fails by reason of the fact that the services of the parties are 

unrelated and marketed through different channels of trade. 

56. Petitioner, in differentiating its mark from Vanderbilt University’s marks in a 

prior Opposition Proceeding No. 91183673 argued that its services are limited to 
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“financial services for purchasers of manufactured homes.”  (Exhibit C, Pages 15-16) 

57. Registrant does not offer any financing services related to manufactured homes.  

Rather Registrant’s marks cover home appraisal services and insurance brokerage in 

the field of commercial and personal excess liability insurance and home and 

property insurance. 

58. Petitioner’s services are primarily offered through manufactured home dealerships.  

Registrant’s services are offered to the general public through its agents, and through its 

contacts with owners, managers and developers of commercial and residential real estate.   

59. The Petitioner fails by reason of the fact that the parties’ services are sold to 

different classes of consumers. 

60. Registrant’s typical customers are either purchasers of high end real estate such as 

real estate located in metropolitan New York City area or multifamily residential and 

commercial building owners in the New York City area and across the country. 

Registrant has no involvement with manufactured homes, nor does it focus on 

individual customers in semi-rural areas.  While, Petitioner’s consumers are 

purchasers of manufactured homes. 

61. The Petitioner fails by reason of the fact that Petitioner’s asserted mark is weak 

and entitled only to a narrow scope of protection due to the numerous third party 

usages of the “Vanderbilt” name as well as the fact that Vanderbilt is a historical 

surname.  Petitioner cannot monopolize such a historical surname since the surname 

is known to the large majority of Americans and that as a consequence, it serves as a 

convenient designation or trade name for business, commercial and social groups. 
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62. The Petitioner fails by reason of the fact that there is no evidence of actual 

confusion despite the opportunity for confusion to arise in the marketplace. 

63. Petitioner and Registrant have concurrently used their respective Vanderbilt 

marks for 20 years.  Despite the extensive concurrent use, there have not been any 

instances of actual confusion between the customers.  The lack of evidence of actual 

confusion weighs strongly against a finding of likelihood of confusion between the 

two marks. 

64. The Petitioner fails by reason of the fact that the purchasers of the involved 

services are sophisticated and therefore less apt to be confused by similar marks. 

65. The involved customers are not making impulse decisions in a crowded retail 

environment. Registrant’s consumers are either individual purchasers and lenders for 

expensive urban property, or owners or managers of commercial or multi-family 

properties with high valuation. They do not make appraisal or insurance decisions 

based on snap name recognition.  Likewise, Petitioner’s purchasers are engaged in 

securing financing for the purchase of a home and such consumers would be expected 

to exercise a very high degree of care when making these decisions.      

 

H. ADDITIONAL AFFIRMATIVE DEFENSES 

66.  Registrant reserves the right to assert such other and further defenses, 

including, but not limited to affirmative defenses, as it may become aware of in the 

course of this proceeding. 
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COUNTERCLAIM TO CANCEL REGISTRATION DUE TO ABANDONMENT 

  

67.  Registrant repeats and re-alleges each and every allegation set forth in the foregoing 

paragraphs as if fully set forth herein. 

68. Registrant hereby seeks cancellation of Petitioner’s Registration (Registration No. 

2,011,510) issued October 29, 1996 for the mark Vanderbilt and Design in International Class 

36 for the application filed April 19, 1995. 

69. In Opposition Proceeding No. 91183673, Petitioner expressly stated and admitted that “in 

2006, Petitioner made a strategic decision to update certain marks used by the companies, 

including the VANDERBILT mark.  Petitioner began using an updated version of its Vanderbilt 

mark,  in commerce at least as early as April 3, 2007 and has 

continued using the updated mark to the present.  (Exhibit E, Vanderbilt Mortgage and 

Finance’s Motion for Summary Judgment Page 4) 

70. Petitioner complied with the strategic decision as evidenced by Petitioner’s present website. 

  (Exhibit F) 

71. Since at least as early as 2007, Petitioner has stopped using its registered Vanderbilt and 

Design mark (the ‘510 Registration ) and has substituted a new Vanderbilt 

and Design mark in its place, .  Registrant attaches as Exhibit G selections 
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from the WayBack Machine archives showing the explicit change in Vanderbilt logos from 

2007 until the present.  (Exhibit G) 

72. In its Answer to Notice of Opposition filed on May 30, 2008 in Opposition No. 

91183673, Petitioner attempted to claim priority for its updated 

mark, to its ‘510 registration.  Petitioner stated, “Applicant admits 

that the claimed date of first use of the mark is at least as early as 

April 3, 2007.  However, Applicant has used various other marks containing the term 

VANDERBILT as the dominant portion thereof for over thirty years, including use of 

the incontestably federally registered Reg. No. 2,011,510 in commerce substantially 

continuously since at least as early as 1977 for the services stated therein.”   (Exhibit 

H, Answer Page 3, Paragraph 16) 

73. Petitioner also attempted to benefit from the ‘510 registration on behalf of its 

updated mark,   when Petitioner filed a Motion for Summary Judgment 

in December 2009 asserting the Morehouse defense and claiming that “an opposition 

should be summarily dismissed when it is shown that the registration being opposed 

is being sought for a mark that is substantially the same as a mark already 

incontestably registered for the same services.  If the opposer is not damaged by the 

mark already registered, it cannot be damaged by issuance of a second registration to 

the same party for substantially the same mark for the same services.”  (Exhibit E, 

Page 5) 
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74. In a Board decision issued on May 11, 2010, the Board decided as a matter of law that the 

‘510 registered Vanderbilt and Design mark and the updated Vanderbilt and Design 

mark are distinctively different and leave different commercial impressions.  

The Board stated that the “registered mark projects the bold impression of the letter ‘V’ and the 

name ‘Vanderbilt,’ whereas, the design of the applied for mark ( ) brings to mind 

an image that is suggestive of a home.  There are no trifling differences, requiring careful 

inspection to detect them.”   (Exhibit I, Board’s Decision on Vanderbilt Mortgage and 

Finance’s Motion for Summary Judgment Pages 8, 10). 

75. Therefore, Petitioner cannot claim any benefit on behalf of its updated Vanderbilt logo 

to its ‘510 registration as the marks are two distinct and separate 

trademarks and the change in logos from  to was a material change. 

76. At the present time, on Petitioner’s website, all of the webpages display the updated logo 

, and on only a few pages Petitioner places a very small depiction of the ‘510 mark on 

the very bottom and on some pages the user needs to scroll down the pages to see this small 

depiction. Petitioner’s ABOUT VMF page, LOAN APPLICATION page, ONLINE 

APPLICATION page, which are the most important pages on Petitioner’s website do not 

display the ‘510 logo at all.    (Exhibit J, Webpages from Petitioner’s Website). 

77. A copy of a webpage which places a very small depiction of the ‘510 mark on the very 
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bottom of the page was submitted to the Trademark Office as a specimen along with its 

Combined Declaration of Use and Application for Renewal.  In the declaration, the attorney had 

to direct the Examiner’s attention to the small logo at the very bottom of the page, which 

emphasizes the fact that such use is anything but prominent trademark use.  (Exhibit K) 

78. Such token use of a registered mark in view of Petitioner’s admitted decision to update its 

mark is not considered use in a trademark sense and as such Petitioner has abandoned the ‘510 

registration. 

79. Due to the material change in the mark, the original mark as embodied in the ‘510 

registration is deemed abandoned since its use has been discontinued in favor of the updated 

mark, . 

80. As such, the ‘510 registration is to be cancelled due to abandonment. 

 

 

COUNTERCLAIM TO CANCEL REGISTRATION DUE TO FRAUDULENT SUBMISSION 

OF COMBINED DECLARATION OF USE AND APPLICATION FOR RENEWAL UNDER 

SECTION 8 & 9 

 

81. Registrant repeats and re-alleges each and every allegation set forth in the 

foregoing paragraphs as if fully set forth herein. 

82. Registrant hereby seeks cancellation of Petitioner’s Registration (Registration No. 

2,011,510) issued October 29, 1996 for the mark Vanderbilt and Design in International Class 

36 for the application filed April 19, 1995. 

83. On October 29, 2015, Petitioner submitted to the United States Patent and 

Trademark Office a Combined Declaration of Use and Application for Renewal of 

Registration under Sections 8 & 9.   
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84. Petitioner submitted the signed declaration stating that “the mark is in use in 

commerce on or in connection with the goods/services…as evidenced by the attached 

specimen showing the mark as used in commerce.”  (Exhibit K) 

85. The specimen is identified as a “website printout showing use of the mark for the 

services-see bottom left of printout.”  (Exhibit K) 

86. On the submitted specimen, the ‘510 registered mark appears at the bottom of the 

webpage in a very small size as compared to the new updated Vanderbilt and Design 

mark, .  (Exhibit  K) 

87. According to the Trademark Manual of Examination Procedure TMEP 

1301.04(f)(i) the designation must appear sufficiently prominent on the specimen  

(e.g., placement, size, or stylization) so that it will be perceived by consumers as a 

mark.  For instance, if shown in the same font, size, and color as the surrounding text 

on the specimen designation may not be perceived as a source indicator.  

88. Contrary to its assertion in the Declaration, Petitioner is not presently using the 

‘510 registered mark in a prominent display as it has phased this mark out and 

replaced it with the new updated Vanderbilt and Design mark which is 

now displayed in a large size prominently on the website. 

89. Petitioner continues to place a small depiction of the ‘510 registration on the very 

bottom of its homepage in order to preserve its registration.  However such use is 

considered token use as it is not displayed prominently and therefore is not perceived 

as a mark. 
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90. Petitioner submitted the sworn Declaration of Use attesting to the fact that the 

‘510 registered mark is in use, when in fact it is not in use in a trademark sense. 

91. As such, the ‘510 registration should be cancelled for fraudulent submission of a 

Declaration of Use. 

 

 

 WHEREFORE, Registrant prays that the Board: 

(a)  deny all relief requested by Petitioner therein; 

(b) dismiss the Cancellation Proceeding with prejudice against Petitioner;  

(c) cancel Registration No. 2,011,510; and 

(d) grant Registrant such other further relief as it deems just. 

 

 

 

Respectfully submitted, 

SOFER & HAROUN, LLP 

Dated: July 20, 2016     /Joseph Sofer/ 

       Joseph Sofer, Esq. 

       Attorney for Registrant, TERRA 

HOLDINGS, LLC 

215 Lexington Ave, Suite 1301  

New York, NY 10016 

(212) 697-2800 

(212) 697-3004 Facsimile  
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Certificate of Service 

 

This is to certify that a true and correct copy of the foregoing is being served on Petitioner’s 

counsel of record by email as follows: 

 

Michael Bradford, Esq. 

Luedeka Neely 

1504 Riverview Tower 

900 S. Gay St. 

Knoxville, TN 37902 

MBradford@Luedeka.com  

 

 

 

Date:  July 20, 2016      /Adina Brand/ 

         Adina Brand 
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